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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1 .114, and the fee set forth in 37 CFR 1.17(e) has been timely 
paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. 
Applicant's submission filed on January 22, 2008 has been entered. 

2. Applicant's response filed on January 22, 2008 has been carefully considered. Claims 
1,9, 10, 11, 13, and 14 have been amended. Claims 1-14 are pending. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nakagawa 
(U.S. Patent No. 6,931,541 B1) in view of Bozeman (U.S. Patent No. 6,754,640 B2). 

Referring to claim 1 : 

i. Nakagawa teaches: 

an image forming system comprising: 

an image display medium, that is a sheet of paper, on which a first image 
is displayed (see column 7, lines 63-67 'Note that the present invention may be applied to either a 
system constituted by a plurality of equipments (e.g., a host computer, an interface device, a reader, 
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a printer, and the like), or an apparatus consisting of a single equipment (e.g., a copying machine, a 
facsimile apparatus, or the like ) ', of Nakagawa, emphasis added); and 

an image forming apparatus (see figure 1, element 30 'scene synthesization 
circuit' of Nakagawa), wherein: 

the image display medium includes a data supply apparatus, which stores therein 
data of a second image and authentication data used for an access authentication to the data of the 
second image and supplies the stored data of the second image and the stored authentication data to 
an external (see column 5, lines 34-43 of Nakagawa); and 

the image forming apparatus includes: 

an image reading section for reading the displayed first image (see column 7, 
lines 63-67; and figure 1, element 17 'motion image decoding circuit' of Nakagawa); 

a data reading section for reading the supplied data of the second image and the 
supplied authentication data (see column 7, lines 63-67; and figure 1, element 17 'motion image 
decoding circuit' of Nakagawa); 

an image forming section for forming the first image and the second image when 
the access to the data of the second image is authenticated, and for forming the first image when 
authentication fails (see column 5, lines 34-43 of Nakagawa). 

Nakagawa discloses that the invention may be applied to "an apparatus 
consisting of a single equipment (e.g., a copying machine, a facsimile apparatus or the like" (see 
column 7, lines 63-67 of Nakagawa). However, Nakagawa does not explicitly mention that the image 
display medium is a sheet of paper. 

ii. Bozeman teaches a universal positive pay match, authentication, authorization, 
clearing, and settlement system to reduce check and card fraud, wherein Bozeman discloses that the 
image display medium is a sheet of paper (see column 3, lines 34-37 "It is a further object of the 
invention to utilize a check with a micro computer chip [i.e., the data supply apparatus] embedded 
within the paper surface of the check [i.e., a sheet of paper], to contain digitized signatures, security, 
GPS locate and check registration information.", of Bozeman, emphasis added). 

iii. It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine the teaching of Bozeman into the method of Nakagawa to use a 
sheet of paper as an image display medium for a copying machine. 
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iv. The ordinary skilled person would have been motivated to have applied the 
teaching of Bozeman into the system of Nakagawa to use a sheet of paper as an image display 
medium for a copying machine, because Nakagawa discloses that the invention may be applied to 
"an apparatus consisting of a single equipment (e.g., a copying machine, a facsimile apparatus or 
the like", and it's well known that a sheet of paper is used as an image display medium for a copying 
machine, a facsimile apparatus or the like. 
Referring to claim 9 : 

i. Nakagawa teaches: 

An image display medium to display images, comprising: 
A first image displayed on a surface of the image display medium, wherein 
the image display medium is a sheet of paper (see column 7, lines 63-67 'Note that the present 
invention may be applied to either a system constituted by a plurality of equipments (e.g., a host 
computer, an interface device, a reader, a printer, and the like), or an apparatus consisting of a single 
equipment (e.g.. a copying machine, a facsimile apparatus, or the like ).', of Nakagawa, emphasis 
added); and 

a data supply apparatus for storing data of a second image and supplying the 
stored data of the second image and the stored authentication data to an external (see figure 3; and 
column 5, lines 34-43 of Nakagawa). 

Nakagawa discloses that the invention may be applied to "an apparatus 
consisting of a single equipment (e.g., a copying machine, a facsimile apparatus or the like" (see 
column 7, lines 63-67 of Nakagawa). However, Nakagawa does not expressly mention that the 
image display medium is a sheet of paper. 

ii. Bozeman teaches a universal positive pay match, authentication, authorization, 
clearing, and settlement system to reduce check and card fraud, wherein Bozeman discloses that the 
image display medium is a sheet of paper (see column 3, lines 34-37 "It is a further object of the 
invention to utilize a check with a micro computer chip [i.e., the data supply apparatus] embedded 
within the paper surface of the check [i.e., a sheet of paper], to contain digitized signatures, security, 
GPS locate and check registration information.", of Bozeman, emphasis added). 
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iii. It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine the teaching of Bozeman into the method of Nakagawa to use a 
sheet of paper as an image display medium for a copying machine. 

iv. The ordinary skilled person would have been motivated to have applied the 
teaching of Bozeman into the system of Nakagawa to use a sheet of paper as an image display 
medium for a copying machine, because Nakagawa discloses that the invention may be applied to 
"an apparatus consisting of a single equipment (e.g., a copying machine, a facsimile apparatus or 
the like", and it's well known that a sheet of paper is used as an image display medium for a copying 
machine, a facsimile apparatus or the like. 

Referring to claim 1 1 : 

i. Nakagawa teaches: 

An image forming apparatus comprising: 

an image reading section for reading a first image of a image display 
medium, wherein the image display medium is a sheet of paper (see column 7, lines 63-67 'Note that 
the present invention may be applied to either a system constituted by a plurality of equipments (e.g., 
a host computer, an interface device, a reader, a printer, and the like), or an apparatus consisting of a 
single equipment (e.g., a copying machine, a facsimile apparatus, or the like ).', of Nakagawa, 
emphasis added); 

a data reading section for reading data of a second image and authentication 
data from the image display member (see figure 3; and column 5, lines 34-43 of Nakagawa); 

an authentication section for receiving access to the data of the second image 
and determining whether or not allowing the access to the data of the second image on the basis of 
the read authentication data (see figure 3; and column 5, lines 34-43 of Nakagawa); and 

an image forming section for forming the first image and the second image 
when the access to the data of the second image is authenticated, and for forming the first image in 
other cases (see figure 3; and column 5, lines 34-43 of Nakagawa). 

Nakagawa discloses that the invention may be applied to "an apparatus 
consisting of a single equipment (e.g., a copying machine, a facsimile apparatus or the like" (see 
column 7, lines 63-67 of Nakagawa). However, Nakagawa does not expressly mention that the 
image display medium is a sheet of paper. 
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ii. Bozeman teaches a universal positive pay match, authentication, authorization, 
clearing, and settlement system to reduce check and card fraud, wherein Bozeman discloses that the 
image display medium is a sheet of paper (see column 3, lines 34-37 "It is a further object of the 
invention to utilize a check with a micro computer chip [i.e., the data supply apparatus] embedded 
within the paper surface of the check [i.e., a sheet of paper], to contain digitized signatures, security, 
GPS locate and check registration information.", of Bozeman, emphasis added). 

iii. It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine the teaching of Bozeman into the method of Nakagawa to use a 
sheet of paper as an image display medium for a copying machine. 

iv. The ordinary skilled person would have been motivated to have applied the 
teaching of Bozeman into the system of Nakagawa to use a sheet of paper as an image display 
medium for a copying machine, because Nakagawa discloses that the invention may be applied to 
"an apparatus consisting of a single equipment (e.g., a copying machine, a facsimile apparatus or 
the like", and it's well known that a sheet of paper is used as an image display medium for a copying 
machine, a facsimile apparatus or the like. 

Referring to claims 13-14 : 

i. Nakagawa teaches: 

An image forming method comprising: 

supplying data of a second image and authentication (see figure 3; and column 
5, lines 34-43 of Nakagawa); 

reading a first image from the image display medium (see figure 3; and column 5, 
lines 34-43 of Nakagawa); 

reading the supplied data of the second image and the supplied authentication 
data from the image display medium (see figure 3; and column 5, lines 34-43 of Nakagawa); 

receiving access to the data of the second image (see figure 3; and column 5, 
lines 34-43 of Nakagawa); 

determining whether or not the second image is authenticated based on the read 
authentication data and the received access data (see figure 3; and column 5, lines 34-43 of 
Nakagawa); and 
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forming the first image and the second image when access to the data of the 
second image is authenticated, and forming only the first image in the other cases (see figure 3; and 
column 5, lines 34-43 of Nakagawa). 

Nakagawa discloses that the invention may be applied to "an apparatus 
consisting of a single equipment (e.g., a copying machine, a facsimile apparatus or the like" (see 
column 7, lines 63-67 of Nakagawa). However, Nakagawa does not expressly mention that the 
image display medium is a sheet of paper. 

ii. Bozeman teaches a universal positive pay match, authentication, authorization, 
clearing, and settlement system to reduce check and card fraud, wherein Bozeman discloses that the 
image display medium is a sheet of paper (see column 3, lines 34-37 "It is a further object of the 
invention to utilize a check with a micro computer chip [i.e., the data supply apparatus] embedded 
within the paper surface of the check [i.e., a sheet of paper], to contain digitized signatures, security, 
GPS locate and check registration information.", of Bozeman, emphasis added). 

iii. It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine the teaching of Bozeman into the method of Nakagawa to use a 
sheet of paper as an image display medium for a copying machine. 

iv. The ordinary skilled person would have been motivated to have applied the 
teaching of Bozeman into the system of Nakagawa to use a sheet of paper as an image display 
medium for a copying machine, because Nakagawa discloses that the invention may be applied to 
"an apparatus consisting of a single equipment (e.g., a copying machine, a facsimile apparatus or 
the like", and it's well known that a sheet of paper is used as an image display medium for a copying 
machine, a facsimile apparatus or the like. 

Referring to claims 2-3, 10, 12 : 

Nakawaga and Boseman teach the claimed subject matter: an image forming system 
(see claim 1 above). They further disclose the encryption and the decryption (see column 2, lines 47- 
50 of Nakagawa). 

Referring to claims 4-5 : 

Nakawaga and Bozeman teach the claimed subject matter: an image forming system 
(see claim 1 above). They further disclose the authentication (see column 2, lines 47-50 of 
Nakagawa). 
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Referring to claim 6 : 

Nakawaga and Bozeman teach the claimed subject matter: an image forming system 
(see claim 1 above). They further disclose the data supply apparatus is a non-contact memory (see 
column 3, lines 34-37 of Bozeman). 
Referring to claim 7 : 

Nakawaga and Bozeman teach the claimed subject matter: an image forming system 
(see claim 1 above). They further disclose password (see column 8, lines 6-1 5 of Bozeman). 
Referring to claim 8 : 

Nakawaga and Bozeman teach the claimed subject matter: an image forming system 
(see claim 1 above). They further disclose the image forming section forms the second image in 
combination with the first image (see figure 3; and column 3, lines 34-43 of Nakagawa). 

Response to Arguments 

5. Applicant's arguments, filed on January 22, 2008, have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of Bozeman. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Pan whose telephone number is 571-272-5987. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached at 571-272-3859. The fax and phone numbers for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-2100. 

Joseph Pan 
May 7, 2008 
/KIMYEN VU/ 
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